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The following is a review of selected decisions rendered over the past year
with particularly meaningful impact on U.S. patent, trademark, and copy-
right laws.

i. patent law

A. Supreme Court Patent Cases

The U.S. Supreme Court continued to shape patent law doctrines in 2015
although at a slower pace than in 2014. Through three major decisions in
2015, the Court addressed post-patent-expiration royalties, the role of a de-
fendant’s subjective belief in a patent’s invalidity in induced infringement
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claims, and the review of factual matters in claim construction during ap-
pellate review.

In March, 2015, the Supreme Court decided Kimble v. Marvel Enter-
prises, Inc.,1 in which it declined to overturn its 1964 decision in Brulotte
v. Thys Co.,2 holding that a patent owner cannot receive royalty payments
that are calculated as “accruing” after a patent expires. The Court viewed
such royalties as improperly extending the patent monopoly beyond the
patent period.3 Under this ruling, the patent owner cannot receive royalties
for a licensee’s sales or other activities covered by the patent that occur after
patent expiration. In Kimble, the Supreme Court declined to overturn this
rule, stating that the policy issues raised should be best left to Congress.
The Court reasoned that although the Brulotte rule forecloses parties
from entering into contracts having post-expiration royalties, contracts
can allocate risk and reward in commercializing inventions in other ways.

In 1990, Stephen Kimble received a patent on a toy that releases pres-
surized foam string from the palm of a hand.4 Kimble approached Mar-
vel’s corporate predecessor, seeking to license or sell his patent.5 Soon af-
terward, and without remunerating Kimble, Marvel’s predecessor began
marketing an allegedly infringing toy.6 Kimble sued Marvel in 1997 for
patent infringement.7 The parties ultimately entered into a settlement
agreement, whereby Marvel agreed to purchase Kimble’s patent for a
lump sum and a 3 percent royalty on Marvel’s future sales with no expi-
ration date.8

During settlement negotiations, neither party knew of the Brulotte rul-
ing. Later, however, upon discovering Brulotte, Marvel sought a declara-
tory judgment in federal district court to confirm that it could stop paying
royalties once Kimble’s patent expired.9 The district court, following Bru-
lotte, ruled in favor of Marvel, declaring the royalty provision unenforce-
able after the patent’s expiration.10 A federal appeals court affirmed.11

In its decision, the Supreme Court first explained that under its inter-
pretation of the patent law, an invention passes to the public upon expi-
ration of the patent.12 The Court further reasoned that this must be

1. 135 S. Ct. 2401, 2405 (2015).
2. 379 U.S. 29, 31 (1964).
3. Id. at 30, 32–33.
4. Kimble, 135 S. Ct. at 2405.
5. Id. at 2406.
6. Id.
7. Id.
8. Id.
9. Id.
10. Id.
11. Id.
12. Id. at 2407.
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true for all inventions; otherwise there would be a conflict in policy.13

Kimble argued that Brulotte should be overturned in favor of a case-by-
case approach and that their settlement arrangement was not anticompet-
itive.14 The Court stated that anticompetitive effects were not the basis
for its decision, but rather the interpretation of the patent law, and that
if a change in the law was Kimble’s goal, then Congress was “his proper
audience.”15

Although refusing to overrule Brulotte, the Court did acknowledge that
parties could potentially negotiate agreements without running afoul of
this bright-line rule in a number of ways. For example, Brulotte, the
Court explained, allows a licensee to defer payments for pre-expiration
use of a patent into the post-expiration period.16 Further, under Brulotte,
royalties may run until the latest-running patent covered by the parties’
agreement expires.17 Moreover, post-expiration royalties are allowable
as long as they are tied to a non-patent right, such as a trade secret,
even if closely related to a patent.18 Finally, the Court noted, Brulotte re-
stricts only royalties, leaving open all kinds of business arrangements,
such as joint ventures, that may enable parties to share the risks and re-
wards of commercializing an invention.19

In another case, Commil v. Cisco,20 the Court addressed the question of
whether a defendant accused of induced infringement could avoid liability
if it had a good-faith belief that the infringed patent was invalid. In June
2013, a split panel of the Federal Circuit held that a good-faith belief that
an infringed patent was invalid could serve as a defense.21 In addition to a
panel dissent, five judges subsequently dissented from the denial of the pe-
tition for rehearing en banc.22

The patent statute states that whoever “actively induces” infringement
of a patent shall be liable as an infringer.23 This provision has been inter-
preted to mean that the inducer must have a “specific intent” to induce
infringement.24 Prior to Commil, the Federal Circuit established that a
good-faith belief of non-infringement is relevant evidence because it
tends to show that the accused inducer lacked the requisite intent to

13. Id.
14. Id. at 2408.
15. Id. at 2409–10, 2413–14.
16. Id. at 2408.
17. Id.
18. Id.
19. Id.
20. Commil USA, LLC v. Cisco Sys., Inc., 135 S. Ct. 1920, 1925 (2015).
21. Commil USA, LLC v. Cisco Sys., Inc., 720 F.3d 1361, 1368–69 (Fed. Cir. 2013), reh’g

denied (Oct. 25, 2013).
22. Commil USA, LLC v. Cisco Sys., Inc., 737 F.3d 699, 703–04 (Fed. Cir. 2013).
23. 35 U.S.C. § 271(b).
24. See e.g., DSU Med. Corp. v. JMS Co., 471 F.3d 1293, 1304 (Fed. Cir. 2006).
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“actively induce” infringement. The Federal Circuit expanded this doc-
trine in Commil, holding for the first time that evidence of a good-faith
belief of patent invalidity may also negate the requisite “specific intent”
required to induce infringement. The panel majority stated that there is
“no principled distinction” between a good-faith belief of invalidity and
a good-faith belief of non-infringement for evaluating specific intent.25

Because one cannot be found liable for infringing an invalid patent, a
good-faith belief of invalidity was held to be relevant evidence that should
be considered by the fact finder in assessing induced infringement.

The Supreme Court disagreed with the Federal Circuit in a six-to-two
decision,26 holding that a defendant’s good-faith but mistaken belief in
the invalidity of a patent is not a defense against a charge of inducing in-
fringement if the patent is found to be valid. The route to this decision
requires consideration of the Supreme Court’s previous 2011 decision
in Global-Tech Appliances v. SEB S.A.27 In that opinion, the Court ac-
knowledged that the statute provided no guidance about culpable intent
required for liability, but found that an intent requirement was implicitly
present. In so finding, the Court opined, “[W]e now hold that induced in-
fringement . . . requires knowledge that the induced acts constitute patent
infringement.”28

The Court walked a fine line in reversing the Federal Circuit because
only a valid patent can be infringed, and therefore, as by Justice Scalia
bluntly pointed out, “to talk of infringing an invalid patent is to talk non-
sense.”29 Relying on the notion that validity and non-infringement are
treated separately under the patent statute, the Court found separate
scienter requirements applied to these different questions.30 The Court
reasoned that inducement involves bringing about intended acts that re-
sult in infringement. Invalidity, on the other hand, is a defense to liability
and not a defense against infringement.31 The Court, perhaps recognizing
the jurisprudential tenuousness of its opinion, spent considerable time ex-
plaining the practical reasons not to create a defense based on a good-faith
belief in invalidity, including pointing out that various procedures for
finding a patent invalid exist and could be pursued by the defendants.32

25. Commil, 720 F.3d at 1368.
26. The opinion by Justice Kennedy issued on May 26, 2015. Justice Scalia filed a dissent-

ing opinion, in which Chief Justice Roberts joined. Justice Breyer took no part in the con-
sideration or decision of the case.
27. Global-Tech Appliances v. SEB S.A., 131 S. Ct. 2060, 2068 (2011).
28. Id. at 2068.
29. Commil, 135 S. Ct. at 1931.
30. Id. at 1922–23.
31. Id. at 1929.
32. Id. at 1929–31.
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In Teva Pharmaceuticals USA, Inc. v. Sandoz, Inc.,33 the Court deter-
mined what standard of review the Federal Circuit should apply in consid-
ering a district court’s findings of subsidiary factual matters related to its
claim construction ruling. Reversing the Federal Circuit’s application of a
de novo standard of review, the Court held that the “clear error” standard
of review applied.

The Teva Pharmaceuticals case began in the Southern District of New
York, where Sandoz sought to invalidate Teva’s patent on the multiple
sclerosis drug Copaxone.34 Sandoz argued during the Markman claim in-
terpretation phase that the claims were indefinite.35 The district court
found, however, that the claims were definite, relying on expert-witness
testimony to establish the perspective of one of ordinary skill in the
art.36 On appeal, the Federal Circuit decided that the claims were fatally
indefinite under a de novo review and that the patent was therefore
invalid.37

Vacating and remanding, the Supreme Court reversed the Federal Cir-
cuit, holding that the Federal Circuit must review underlying factual find-
ings concerning claim construction for clear error.38 While the appeal was
pending, the Supreme Court also issued its decision in Nautilus Inc. v. Bio-
sig Instruments, Inc.,39 replacing the “insolubly ambiguous” test for indef-
initeness with a “reasonable certainty” standard.

On remand, the Federal Circuit held that certain of Teva’s patent
claims were invalid for indefiniteness under the “reasonable certainty”
definiteness standard under the “clear error” standard of review.40

While finding that the district court’s factual findings were not clearly er-
roneous, the Federal Circuit stated that accepting those fact findings did
not, as Teva suggested, mean there existed a presumption as to the mean-
ing of this particular language in Teva’s patent claims.41 Instead, looking
to the claim language, specification, and prosecution history of Teva’s
patent, the Federal Circuit found that a skilled artisan “would still not
be reasonably certain in light of the entire record as to which type of av-
erage [weight] was intended” in Teva’s ’008 patent claims.42

33. 135 S. Ct. 831, 831–32 (2015).
34. Id. at 831–32.
35. 35 U.S.C. § 112 (1975).
36. Teva Pharm. USA, Inc., 135 S. Ct. at 832–33.
37. Id. at 833.
38. Id. at 833–34.
39. 134 S. Ct. 2120, 2124 (2014). The unanimous opinion of the Court held that a patent

is invalid for indefiniteness if its claims, read in light of the patent’s specification and pros-
ecution history, fail to inform with reasonable certainty those skilled in the art about the
scope of the invention.
40. Teva Pharm. USA, Inc. v. Sandoz, Inc., 789 F.3d 1335, 1342 (Fed. Cir. 2015).
41. Id. at 1342.
42. Id. at 1345.
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In Limelight v. Akamai,43 another case remanded to the Federal Circuit,
the Supreme Court determined that a defendant is not liable for inducing
infringement under 35 U.S.C. § 271(b) when no one has directly infringed
under § 217(a) or any other statutory provision.

Akamai sued Limelight in 2006 for infringement of several patents, in-
cluding one that claims methods of delivering content over the Internet.44

The claimed methods require the steps of “tagging” the content with an
identifier for use during delivery and “serving” the tagged content when
requested.45 Limelight performed each step of the method, but for the
“tagging” and “serving” steps. Instead, Limelight required that its cus-
tomers perform those steps in order to use its service.46 Limelight also
sent its customers a welcome letter instructing them how to use its service
and provided step-by-step instructions for using its service; its engineers
were continuously engaged with its customers’ activities.47

At trial, the jury found Limelight liable for direct infringement of the
‘703 patent. The district court denied Limelight’s motion for judgment of
noninfringement as a matter of law, ruling that Akamai had presented
substantial evidence that Limelight directed or controlled its customers
in performing the steps of the claimed methods that it did not perform.48

Before the case closed, however, the Federal Circuit issued its opinion in
Muniauction, Inc. v. Thomson Corp.,49 which held that there can be no di-
rect infringement of a method claim unless one party exercises control or
direction over the entire process, such that every step is attributable to the
controlling party. On a motion for reconsideration, the district court
granted Limelight’s motion for judgment as a matter of law and reversed
the jury’s verdict.50

On appeal, the Federal Circuit affirmed that decision, finding that,
even though Limelight provided instructions on how to tag, and “tag-
ging” and “serving” were necessary steps in using Limelight’s services,
nothing indicated that Limelight’s customers were acting as agents for
Limelight.51 The panel further reasoned that Limelight’s customers
choose which content, if any, to have delivered by Limelight’s process
and performed the “tagging” and “serving” steps accordingly.52 Finally,

43. Limelight Networks, Inc. v. Akamai Techs., Inc., 134 S. Ct. 2111, 2111 (2014).
44. Id. at 2111.
45. Id. at 2115.
46. Id. at 2115–16.
47. Id.
48. Id. at 2116.
49. 532 F.3d 1318, 1330 (Fed. Cir. 2008).
50. Limelight Networks, Inc., 134 S. Ct. at 2116.
51. Akamai Techs., Inc. v. Limelight Networks, Inc., 629 F.3d 1311, 1320 (Fed. Cir.

2010).
52. Id. at 1321.
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the panel stated that the standard contract did not obligate Limelight’s
customers to perform any of the steps.53 Thus, finding insufficient evi-
dence to show that Limelight exercised “control or direction” over the en-
tire process, the panel affirmed the district court’s decision as a matter of
law based on Muniauction.54

After granting en banc review, the Federal Circuit subsequently re-
versed the panel decision on different grounds, concluding there was ev-
idence of infringement, albeit under a theory of § 271(b) indirect infringe-
ment (inducement) rather than direct infringement under § 271(a).55

Limelight challenged this decision by seeking certiorari review in the Su-
preme Court.

The Supreme Court reversed the Federal Circuit’s en banc decision on
induced infringement.56 First, the Supreme Court stated that inducement
liability may arise “if, but only if ” there is direct infringement.57 Then,
the Court stated, “Assuming without deciding that the Federal Circuit’s
holding in Muniauction is correct, there has simply been no infringement
of [the claimed method], because the performance of all the patent’s steps
is not attributable to any one person.”58 The Supreme Court thus re-
versed the Federal Circuit’s holding regarding inducement, but also stated
“on remand, the Federal Circuit will have the opportunity to revisit the
§ 271(a) [direct] infringement question if it so chooses.”59

On remand, a preliminary panel review reaffirmed the original holding
against Akamai.60 However, the Federal Circuit en banc reconsidered the
law of direct infringement and held that in a case of direct, but divided,
infringement, one entity could be found liable under two circumstances:
(1) where one entity directs or controls the other entity’s performance
or (2) where the entities form a joint enterprise.61

Regarding the first category, the Federal Circuit held that an actor
would be liable if it acts through an agent or contracts with another
to perform one or more steps of the claimed method.62 But the court
held that such liability can also be found “when an alleged infringer con-
ditions participation in an activity or receipt of a benefit upon perfor-
mance of a step or steps of a patented method and establishes the

53. Id.
54. Id. at 1322.
55. Id. at 1319.
56. Akamai, 134 S. Ct. at 2111.
57. Id. at 2117.
58. Id.
59. Id. at 2021.
60. Akamai Techs., Inc. v. Limelight Networks, Inc., 786 F.3d 899, 903 (Fed. Cir. 2015).
61. Akamai Techs., Inc. v. Limelight Networks, Inc., 797 F.3d 1020, 1022 (Fed. Cir.

2015).
62. Id. at 1023.
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manner or timing of that performance.”63 In explaining a joint enter-
prise theory, the Federal Circuit analogized to the Second Restatement
of Torts, which states, “The law . . . considers that each is the agent or
servant of the others, and that the act of any one within the scope of the
enterprise is to be charged vicariously against the rest.”64 Thus, the Fed-
eral Circuit explained that in patent law two or more actors can each be
liable for the steps performed by the other as if each were a single
actor.65 The Federal Circuit noted that joint enterprise required proof
of four elements: (1) an expressed or implied agreement between the ac-
tors; (2) a common purpose to be carried out by the group; (3) a commu-
nity of pecuniary interest in that purpose among the members; and (4) an
equal right to a voice in the direction of the enterprise, which gives an
equal right of control.66

The Federal Circuit then reviewed the facts of the case and held that
Limelight was liable for direct infringement because it directed or con-
trolled its customers’ performance.67 As noted above, the jury heard sub-
stantial evidence at trial that Limelight directed or controlled its custom-
ers to perform two method steps, namely “tagging” and “serving,” and
Limelight’s standard contract, which customers were required to sign,
conditioned the use of its service on the customers performing the tagging
and serving steps.68 In addition, the Federal Circuit held that Limelight
established the manner and timing of its customers’ performance by,
among other things, providing step-by-step instructions telling customers
how to use its services and continuously engaging with its customers’ ac-
tivities.69 The court stated, “In sum, Limelight’s customers do not merely
take Limelight’s guidance and act independently on their own. Rather,
Limelight establishes the manner and timing of its customers’ perfor-
mance so that customers can only avail themselves of the service upon
their performance of the method steps.”70

B. Federal Circuit Patent Cases

The Federal Circuit also issued this year notable decisions that were not
on remand from the Supreme Court, addressing the new “Alice standard”
for abstract ideas and means-plus-function claiming.

63. Id.
64. Id.
65. Id.
66. Id.
67. Id. at 1024–25.
68. Id.
69. Id.
70. Id. at 1025.
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In Ultramercial, Inc. v. Hulu, LLC,71 the Federal Circuit applied the Su-
preme Court’s reasoning in Alice Corp. v. CLS Bank72 to strike down soft-
ware method claims under 35 U.S.C. § 101. The patent at issue claimed
“a method for distributing copyrighted media products over the Internet
where the consumer receives a copyrighted media product at no cost in
exchange for viewing an advertisement” and where “the advertiser pays
for the copyrighted content.”73 The Federal Circuit struck down the pat-
ent as being directed to the patent-ineligible abstract idea of using adver-
tisements as currency.74

The framework developed in Alice for evaluating a patent claim under
35 U.S.C. § 101 is a two-step test.75 First, a court determines whether the
claims at issue are directed to one of the patent-ineligible concepts: laws
of nature, natural phenomena, and abstract ideas.76 If the patent does not
claim one of the patent-ineligible concepts, the patent meets the require-
ments of § 101.77 If the claim is directed to a patent-ineligible concept,
the analysis requires determining whether the claims include “an element
or combination of elements that is ‘sufficient to ensure that the patent in
practice amounts to significantly more than a patent upon the [ineligible
concept] itself.’ ”78

In applying the second step of the analysis, the Ultramercial court
looked at each of the eleven limitations of the representative claim on
its own.79 After rejecting the steps of “receiving copyrighted media, se-
lecting an ad, offering the media in exchange for watching the selected
ad, displaying the ad, allowing the consumer to access the media, and re-
ceiving payment from the sponsor of the ad” as describing “an abstract
idea, devoid of a concrete or tangible application,” the court turned to
the remaining claim limitations.80

The remaining claim limitations—updating an activity log, requiring a
request from a consumer to view the ad, restricting public access, and
using the Internet—are conventional, routine steps that fail to transform
the abstract idea of using an advertisement as an exchange or currency
into patentable subject matter.81 Specifically, the court found that con-
sulting and updating an activity log constitute “insignificant ‘data gather-

71. 772 F.3d 709 (Fed. Cir. 2014).
72. 134 S. Ct. 2347, 2355 (2014).
73. Ultramercial, Inc., 772 F.3d at 712.
74. Id. at 714, 717.
75. Id. at 714 (citing Alice, 134 S. Ct. at 2355).
76. Id.
77. Id.
78. Id. (quoting Alice, 134 S. Ct. at 2355).
79. Id. 715–16.
80. Id. at 715.
81. Id. at 715–16.
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ing steps.’ ”82 Restricting public access is “insignificant ‘[pre]-solution’ ac-
tivity,” and the “invocation of the Internet” does not “save the otherwise
abstract claim.”83

In November 2014, a Federal Circuit panel decided Williamson v. Cit-
rix Online, LLC,84 overturning a district court claim construction that
treated the term “distributed learning control module” as a means-plus-
function expression under (Pre-AIA) 35 U.S.C. § 112, ¶ 6. The patent
in suit describes methods and systems for distributed or distance learning,
enabling presenters to connect to audiences via virtual classrooms.85 The
patent owner conceded that the district court’s construction rendered the
relevant claims invalid as indefinite and stipulated to final judgment, fol-
lowed by an appeal.86

On appeal, the Federal Circuit panel held, in line with precedent existing
since 2004, that because “distributed learning control module” did not
use the word “means,” there existed a strong rebuttable presumption that
35 U.S.C. § 112, ¶ 6 did not apply.87 To rebut the presumption, “it
must be demonstrated that ‘skilled artisans, after reading the patent,
would conclude that [the] claim limitation is so devoid of structure that
the drafter constructively engaged in means-plus-function claiming.’”88

In this case, the court found that the word “module” is not the equivalent
of “means” because “module” is a structural term and that the district court
did not consider and give weight to the language of the entire claim.89

Accordingly, the Federal Circuit vacated the district court’s entry of final
judgment against Williamson and remanded the case to the district court.90

On June 16, 2015, the Federal Circuit withdrew its opinion and substituted
a new one that included an en banc section (Part II.C.1) addressing the
means-plus-function issue. The en banc court reversed the precedent cre-
ating a “strong” presumption based on the presence or absence of the
word “means.” Instead, the court held that the standard is “whether the
words of the claim are understood by person of ordinary skill in the art
to have a sufficiently definite meaning as the name for structure.”91

82. Id. at 716 (quoting CyberSource Corp. v. Retail Decisions, Inc., 654 F.3d 1366, 1370
(Fed. Cir. 2011)).
83. Id.
84. 770 F.3d 1371, 1373–74 (Fed. Cir. 2014).
85. Id. at 1373–74.
86. Id. at 1376.
87. Id. at 1378.
88. Id. (quoting Inventio AG v. ThyssenKrupp Elevator Ams. Corp., 649 F.3d 1350, 1357

(Fed. Cir. 2011)).
89. Id. at 1379–80.
90. Id. at 1380.
91. Williamson v. Citrix Online, LLC, No. 2013-1130, slip. op. at 16 (Fed. Cir. June 16,

2015) (en banc).
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As before, if the claim language does not meet the standard, § 112, ¶ 6
(now § 112(f )) applies. Whereas previously the analysis appeared almost
strictly literal, precedent nevertheless included the notion that the claims
were to be analyzed by how they were understood by a person of skill in
the art.92 The new standard removes the strong presumption and loosens
the tethers of the means- and step-plus function analysis from the absence
of the word “means” and relies only an understanding by a person of skill
in the art by a preponderance of the evidence.93

The Federal Circuit decision, authored by Judge Linn, is not coy about
the court’s motivation for its reversal of precedent, stating:

Our consideration of this case has led us to conclude that such a height-
ened burden is unjustified and that we should abandon characterizing as
“strong” the presumption that a limitation lacking the word “means” is
not subject to § 112, para. 6. That characterization is unwarranted, is uncer-
tain in meaning and application, and has the inappropriate practical effect of
placing a thumb on what should otherwise be a balanced analytical scale. It
has shifted the balance struck by Congress in passing § 112, para. 6 and has
resulted in a proliferation of functional claim[s] untethered to § 112, para. 6
and free of the strictures set forth in the statute. Henceforth, we will apply
the presumption . . . without requiring any heightened evidentiary showing
and expressly overrule the characterization of that presumption as “strong.”
We also overrule the strict requirement of “a showing that the limitation es-
sentially is devoid of anything that can be construed as structure.94

Pre-AIA § 112, ¶ 6 and Post-AIA § 112(f ) are identical and read as fol-
lows, with the strictures referred to by Judge Linn in italics:

An element in a claim for a combination may be expressed as a means or step
for performing a specified function without the recital of structure, material,
or acts in support thereof, and such claim shall be construed to cover the corre-
sponding structure, material, or acts described in the specification and equivalents
thereof.95

Squarely in the crosshairs of the new paradigm96 are recitations that do
not use the word “means” but instead use “nonce” words, such as “mod-
ule” in the case at hand. It is difficult to ignore the fact that the technology
in the Williamson case is software, and the court’s objection to “black box”
claim elements will likely hit hardest in the software and electronics clas-
ses. Modern electronics structures are often times quite secondary to their

92. See Greenberg v. Ethicon Endo-Surgery, Inc., 91 F.3d 1580, 1583 (Fed. Cir. 1996).
93. Williamson, slip op. at 15–16.
94. Id.
95. 35 U.S.C. § 112, ¶ 6.
96. The “new” paradigm is essentially the state of the law before 2004, when the Federal

Circuit established the “strong presumption” in a line of cases beginning with Lighting
World, Inc. v. Birchwood Lighting, Inc., 382 F.3d 1354, 1358 (Fed. Cir. 2004).
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software coding for functionality and even exact disclosure of the struc-
ture of an electronic component performing a function, such as a “proces-
sor,” may not satisfy a court or a patent examiner that adequate structure
has been disclosed. The term “processor” could indeed be a “nonce” word
just as “module” was found to be.

Once § 112 is invoked, the Federal Circuit restated the governing case
law that structure disclosed in the specification qualifies as “corresponding
structure” if the intrinsic evidence clearly links or associates that structure
to the function recited in the claim.97 The court further restated that even if
the specification discloses corresponding structure, the disclosure must be
of “adequate” corresponding structure to achieve the claimed function.98

This decision by the en banc court increases the burden on patent
prosecutors. As Judge Newman noted in her dissent, invoking means-
plus-function treatment of a claim limitation used to be under the control
of the patent draftsperson, resident in the choice to use the term “means
for” (or “step for”). Moving forward, under 35 U.S.C. § 112, ¶¶ 2 and 6,
if a person of ordinary skill in the art would be unable to recognize the
structure in the specification and associate it with the corresponding func-
tion in the claim, a means-plus-function clause is indefinite.99

ii. trademark law

From tackling “tacking,” to determining the appropriate probability of
confusion standards, to a mark that could disparage the mark’s owner him-
self, recent decisions have proved to be eventful for trademark litigation.

A. Supreme Court Trademark Cases

The probability of confusion test is a core consideration when registering
a trademark or addressing an infringement claim. Ironically, it can be con-
fusing to know which of the variations of these standards an examining
attorney or a court should apply. The Supreme Court finally put an
end to this uncertainty in B&B Hardware, Inc. v. Hargis Industries, Inc.100

After almost two decades of feuds between companies that want to
make it known that their products “seal tight,” Hargis tried to register
the trademark for SEALTITE but B&B opposed the registration because
it was too similar to its own trademark, SEALTIGHT.101 The Trade-

97. Noah Sys., Inc. v. Intuit Inc., 675 F.3d 1302, 1311 (Fed. Cir. 2012) (citing B. Braun
Med., Inc. v. Abbott Labs., 124 F.3d 1419, 1424 (Fed. Cir. 1997)).

98. Id. at 1311–12 (citing In re Donaldson Co., 16 F.3d 1189, 1195 (Fed. Cir. 1994) (en
banc)).

99. Id. at 1312 (citing AllVoice Computing PLC v. Nuance Commc’ns, Inc., 504 F.3d
1236, 1241 (Fed. Cir. 2007)).
100. 135 S. Ct. 1293, 1299 (2015).
101. Id. at 1299.
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mark Trial and Appeal Board (TTAB) concluded that SEALTITE should
not be registered and Hargis did not seek judicial review of that
decision.102

Nonetheless, in a parallel infringement lawsuit, B&B argued that Har-
gis was precluded from contesting the likelihood of confusion because of
the TTAB decision.103 The district court disagreed with B&B, holding
that the preclusion did not apply because the TTAB is not an Article III
court.104

Although the Eight Circuit accepted, for the sake of argument, the
district court’s preclusion contention, it ultimately affirmed for other
reasons—namely because the TTAB placed too much weight on the ap-
pearance and sound of the marks, the burden of proof had shifted from
Hargis to B&B,105 and the TTAB used some or all of the thirteen factors
set out in In re E. I. DuPont de Nemours & Co.106 Upon making its decision,
the Eight Circuit took into account the factors set forth in Squirt Co. v.
Seven-Up Co.107 when testing probability of confusion.108

Nevertheless, the Supreme Court reversed both decisions and held that
the probability of confusion standards are essentially the same when reg-
istering a trademark or claiming infringement.109 The Court stated that
even though the TTAB used a slightly different set of factors than both
the district and Eighth Circuit courts, they were substantially and mate-
rially the same test for probability of confusion.110

The Supreme Court also considered whether preclusion can apply to
TTAB decisions in issues regarding probability of confusion even if the
TTAB is not an Article III court.111 The Court reiterated its previous de-
termination in Astoria Federal Savings & Loan Ass’n v. Solimino112 and
stated that issue preclusion is available unless it is evident that Congress
intended the contrary.113 The Supreme Court held that, as long as the or-
dinary elements of issue preclusion are met, and the usages adjudicated by
the TTAB are essentially the same as those before the district court,
courts should give preclusive effect to the TTAB’s decisions, finding
that there is no statutory bar in the Lanham Act.114

102. Id. at 1302.
103. Id.
104. Id.
105. Id.
106. 476 F. 2d 1357, 1361 (C.C.P.A 1973).
107. 628 F. 2d 1086, 1091 (8th Cir. 1980).
108. B&B Hardware, Inc., 135 S. Ct. at 1306.
109. Id. at 1306.
110. Id.
111. Id. at 1302–05.
112. 501 U.S. 104, 107 (1991).
113. B&B Hardware, Inc., 135 S. Ct. at 1306.
114. Id. at 1305.
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Finally, as for the burden of proof, the Supreme Court also found that
the Eighth Circuit had erred in determining Hargis bore the burden of
proof before the TTAB because B&B was the party opposing registration
and therefore bore the burden of persuasion.115

In another interesting case, the Supreme Court addressed the issue re-
garding “tacking,” which is the slight modification of a trademark through
time that enables the trademark owner to preserve its mark even though
the mark has changed since its registration, if consumers consider it to be
the same mark.116 The question presented in Hana Financial, Inc. v. Hana
Bank117 was whether that variation should be addressed by a judge or a
jury. Hitherto, the circuits had been divided as to who should decide if
tacking applies in any given case.118

The Supreme Court affirmed the Ninth Circuit decision that the ques-
tion of whether the modification of the mark still constitutes the “legal
equivalent” of the original mark should be determined by a jury because
a jury operates from the perspective of an ordinary consumer or pur-
chaser.119 Thus, the Court held that when a jury trial has been requested
and the facts do not warrant entry for summary judgment or judgment as
a matter of law, a jury must decide the tacking question.120 Nevertheless,
the Court made it clear that if the facts allow for it, judges are not pre-
vented from ruling on tacking inquiries when no jury is demanded or
on motions for summary judgment or judgment as a matter of law.121

B. Federal Circuit Trademark Cases

The year was notable for marks considered disparaging to particular eth-
nic groups. In re Tam122 is the first of two remarkable cases that revolve
around the Lanham Act’s Section 2(a),123 which explicitly prohibits the
registration of this type of mark.

In Tam, the founding member of an all Asian American rock band ap-
pealed from the TTAB’s refusal to register THE SLANTS trademark.124

The examining attorney for the registration refused the mark on account

115. Id. at 1309.
116. See George & Co., LLC v. Imagination Entm’t Ltd., 575 F.3d 383, 402 (4th Cir.

2009); Brookfield Commcn’ns, Inc. v. West Coast Entm’t Corp., 174 F. 3d 1036, 1047–
48 (9th Cir. 1999); Data Concepts, Inc. v. Digital Consulting, Inc., 150 F.3d 620, 623
(6th Cir. 1998); Van Dyne-Crotty, Inc. v. Wear-Guard Corp., 926 F.2d 1156, 1159 (Fed.
Cir. 1991).
117. 135 S. Ct. 907 (2015).
118. Id. at 910 (citing Hana Fin., Inc. v. Hana Bank, 735 F.3d 1158 (9th Cir. 2013)).
119. Id. at 907.
120. Id. at 911.
121. Id.
122. 785 F.3d 567, 568 (Fed. Cir. 2015).
123. 15 U.S.C. § 1052(a).
124. Tam, 785 F.3d at 568.
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of it being offensive to people of Asian descent.125 The TTAB affirmed.126

Simon Shiao Tam, who is Asian himself, challenged the decision arguing
there was a lack of evidence that proved the term was offensive and also
challenged the constitutionality of Section 2(a).127

The Federal Circuit reaffirmed its two-part test when analyzing dispar-
aging marks and affirmed the constitutionality of Section 2(a) as it had done
in past cases, most notably in Pro-Football v. Harjo128 (Washington Redskins
trademarks).129 It turns out the first time Tam had tried to register the
mark he had included specimens with an Asian motif.130 After being refused
the first time, Tam appealed and later abandoned the mark.131 Six days
after abandoning the application, Tam filed to register the same mark
again, but this time he did not include any Asian references on the applica-
tion.132 On reviewing the second request, the examining attorney took into
consideration the materials contained in the first submission, which Tam
also raised as a threshold matter on appeal.133 The court, however, did
not find this improper as this evidence was relevant in order to determine
the mark’s manner of use and allowed it to be used against Tam.134 The
court also rejected all other evidentiary issues raised by Tam and deter-
mined there was enough substantial evidence to support the TTAB’s deter-
mination that the word “slant” in relation to Asians is disparaging.135

Tam also attacked the constitutionality of Section 2(a) from four as-
pects: impediment to his free speech, vagueness, due process, and equal
protection.136 As for the constitutionality of Section 2(a), the Court reaf-
firmed its past precedent established in In re McGinley.137 McGinley states
that a refusal to register a mark does not affect one’s right to use it; there-
fore it does not suppress free speech.138 As to the vagueness assertion, the
court found its two-part test to determine disparagement is sufficiently
precise and well established.139 Tam raised the issue of other marks
that he considers to be disparaging (such as Dykes on Bikes140), but the

125. Id.
126. Id.
127. Id. at 567.
128. 415 F.3d 44 (2005).
129. Tam, 785 F.3d at 568.
130. Id.
131. Id.
132. Id.
133. Id. at 569.
134. Id.
135. Id. at 571.
136. Id. at 571–73.
137. 660 F.2d 481, 484 (1981).
138. Tam, 785 F.3d at 571–72.
139. Id. at 572.
140. Dykes on Bikes, U.S. Registration No. 3323803 (Oct. 30, 2007).
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court rejected the due process argument since each mark has to be consid-
ered on its own merits.141 Finally, regarding the equal protection claim,
Tam argued that the examining attorney’s analysis regarding disparage-
ment hinged on the band’s ethnic identities and thus, it violated the
Equal Protection Clause.142 The court rejected this argument as well
and stated that the TTAB denied registration for “THE SLANTS” be-
cause it considered Tam’s use of the mark disparaging and not on account
of his ethnic identity.143

Nonetheless, after its decision was issued on April 20, 2015, the Fed-
eral Circuit vacated its own decision and ordered the case to be heard
en banc sua sponte under 28 U.S.C. § 46 and Federal Rule of Appellate
Procedure 35(a).144 The parties were asked to file briefs on whether the
disparaging mark bar on registration violates the First Amendment.145

The case remained pending at the time this article was submitted for
publication.

In Fifty-Six Hope Road Music, Ltd. v. A.V.E.L.A., Inc.,146 the Ninth Cir-
cuit addressed a very interesting case revolving around the image of Bob
Marley, one of music’s most famous celebrities. Marley’s children own
Hope Road, a company dedicated to protecting the late musician’s rights,
assets, and commercial interests.147 They had an exclusive license with an-
other corporation, Zion, for the design, manufacture, and sales of mer-
chandise with Marley’s image.148 In 2004, two other companies, both
owned by Leo Valencia, acquired some Marley photographs and began li-
censing them for the manufacture of competing merchandise sold in large
retail stores.149 In 2008, Marley’s children sued alleging: (1) trademark in-
fringement, (2) false endorsement, (3) common law trademark infringe-
ment, (4) unauthorized commercial use of right to publicity, and (5) inten-
tional interference with prospective economic advantage.150 A summary
judgment proceeding disposed of the first, third, and fourth allegations.151

The remaining claims were tried before a jury, which awarded $300,000
in compensatory damages for interfering, but against only one of the de-
fendants.152 As for the false endorsement claim, the jury returned a verdict

141. Tam, 785 F.3d at 572.
142. Id. at 573.
143. Id.
144. In re Tam, 600 F. App’x 775, 775 (Fed. Cir. 2015).
145. Id.
146. 778 F.3d 1059, 1066 (9th Cir. 2015).
147. Id. at 1066.
148. Id.
149. Id.
150. Id.
151. Id. at 1067.
152. Id.
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in favor of Hope Road against all defendants and reopened discovery after
trial to calculate their profits.153 In 2012, the district court finally entered
judgment in specific amounts to be paid by each defendant.154 Appeals for
almost all judgments were issued and consolidated.155 The Ninth Circuit
affirmed all of the district court decisions.156 It found that the lower
court’s denial of the defendant’s motion for judgment, as a matter of
law, was proper because the jury’s finding was entirely supported by the
evidence.157

Most notably, the case revised the probability of confusion in celebrity
cases (Section 43(a))158 in those exceptional cases where the celebrity is
dead and there is confusion as to what constitutes an endorsement.159

The Ninth Circuit reiterated that the Lanham Act recognizes celebrities
have standing to sue under false endorsement claims.160 The court stated
that even though the statute does not contain the word “endorsement,”
Section 43(a) is commonly called “false endorsement claim” because the
issue commonly involves a likelihood of confusion as to the plaintiff ’s ap-
proval or sponsorship of a particular product.161

To determine if the endorsement was likely to cause confusion among
consumers, the court applied the eight-factor test from Downing v. Aber-
crombie.162 The court reviewed the evidence presented to the jury, which
included, among other things, consumer surveys, and affirmed the lower
court’s determination.163 Additionally, when the celebrity is not the plain-
tiff himself, there is an added factor found in Cairns v. Franklin Mint
Co.:164 “the strength of the association between the mark and the plain-
tiff.”165 In Cairns II, the court was not able to allow the false endorsement
claim in favor of Princess Diana primarily because she, unlike Marley,
knew her image was being widely used on products during her lifetime
and did nothing to prevent such use.166 In the court’s opinion, Bob
Marley’s image, unlike Princess Diana’s, “serves a source-identifying
function.”167

153. Id.
154. Id.
155. Id.
156. Id. at 1083.
157. Id.
158. 15 U.S.C. § 1125.
159. Fifty-Six Hope Rd. Music, Ltd., 778 F.3d at 1069.
160. Id. at 1068.
161. Id. at 1071.
162. 265 F.3d 994, 1007–08 (9th Cir. 2001).
163. Fifty-Six Hope Rd. Music, Ltd., 778 F.3d at 1069–72.
164. 107 F. Supp. 2d 1212, 1217 (C.D. Cal. 2000) (hereinafter Cairns II).
165. Fifty-Six Hope Rd. Music, Ltd., 778 F.3d at 1071.
166. Id.
167. Id.
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Although the Ninth Circuit found Marley’s children to be the prevail-
ing party,168 the court made it clear that the defendants raised some po-
tentially “salient” defenses to the false endorsement claim on appeal. Nev-
ertheless, because those defenses had not been raised properly and timely,
they were not considered.169

In D.C. Comics v. Towle,170 the Ninth Circuit dealt with the laches
defense in trademark litigation. The Batmobile is just one of many televi-
sion and film cars that Towle re-creates and sells in his Gotham Ga-
rage.171 In 2011, DC Comics, the rightful owner of the Batmobile trade-
marks and copyrights in controversy, brought suit against Towle.172

Towle tried to raise a laches defense for the trademark claim.173 The dis-
trict court ruled as a matter of law that the laches defense does not apply
“in cases of willful infringement.”174 The Ninth Circuit affirmed the
lower court’s decision as “the undisputed facts” established that Towle’s
use of the trademark was intended to exploit the advantage of the Batman
trademark.175

C. District Court Trademark Cases

Probably the most notable trademark case this year comes from one of the
lower courts, the District Court for the Eastern District of Virginia. Pro-
Football, Inc. v. Amanda Blackhorse176 is the latest in the decades-long war
between the Washington football team that bears the Redskins name and
the group to which it may refer.177 The first chapter of this saga began in
1992 with Pro-Football, Inc. v. Harjo, where a group of Native Americans
sued the football franchise Pro-Football, Inc. (PFI) alleging the use of the
term “Redskins” was disparaging to their particular ethnic group.178 In
1999, the TTAB ordered the cancellation of the marks finding they
“may be disparaging.”179 PFI appealed from this decision and was able
to get it reversed on the grounds of insufficient evidence and preclusion
due to laches.180 Further attempts to reverse this final decision were put

168. Id. at 1078.
169. Id. at 1067–68.
170. 802 F.3d 1012 (9th Cir. 2015).
171. Id. at 6–8.
172. Id. at 7–8.
173. Id. at 32.
174. Id. at 32 (citing Evergreen Safety Council v. RSA Network, Inc., 697 F.3d 1221, 1228

(9th Cir. 2012)).
175. Id. at 33.
176. 115 U.S.P.Q.2d 1524, 1530 (2015).
177. Id. at 1530.
178. 415 F.3d 44, 45 (D.C. Cir. 2005).
179. Blackhorse, 115 U.S.P.Q.2d at 1530.
180. Id.
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to an end when the D.C. Circuit determined that Harjo was barred by
laches.181

Finally, in 2006, while Harjo was still pending, another group of plain-
tiffs (the “Blackhorse defendants”) sought cancellation of the same
six “Redskins” marks.182 Even though the TTAB suspended the action
until the Harjo proceedings concluded, it determined that laches did not
apply to the Blackhorse defendants because they did not unreasonably
delay in seeking cancellation from the TTAB. Moreover, the TTAB
noted that there was a significant public interest implicated in the mat-
ter.183 Finally, in 2014, the TTAB cancelled the six marks in question
after considering substantial evidence, including all the evidence pre-
sented in the Harjo case,184 that demonstrated how the media and sports
profession had been using the term disparagingly.185

The district court reviewed this decision, along with several constitu-
tionality issues that were raised by PFI, including free speech, vagueness,
and due process.186 The court sought to distinguish the concept of trade-
mark registration from the trademarks themselves.187 The court explained
that while the TTAB has the power to cancel the statutory registration of
the trademarks, it cannot cancel the trademarks themselves, and as a result
PFI is still free to use the marks in commerce.188 Further, the court cited
McGinley to dismiss the free speech claim because it considered that
speech was not being suppressed by the cancellation of the marks.189

Thus, it found that the Lanham Act’s Section 2190 prohibition does not
infringe on the First Amendment.191 Moreover, it also found that the
federal registration program is considered government speech, rather
than commercial speech, and as such, is exempt from First Amendment
scrutiny.192

The court also rejected the vagueness argument and, in examining the
language of Section 2, held that its text gives reasonable and fair warning
to ordinary people regarding the conduct it prohibits.193 The court fur-
ther rejected the argument that the enforcement of the Section 2 prohibi-
tion of disparaging marks through the Patent and Trademark Office’s

181. Id.
182. Id.
183. Id. at 1557.
184. Id. at 1530.
185. Id. at 1530–31.
186. Id. at 1533–43.
187. Id. at 1532.
188. Id.
189. Id. at 1534.
190. 15 U.S.C. § 1052(a).
191. Id.
192. Id. at 1540.
193. Id. at 1542.
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guidelines was inconsistent or arbitrary.194 As for the due process claim,
the court rejected PFI’s contention that the cancellation of its trademark
registrations was an unconstitutional taking because it stated that registra-
tions were not considered property under the Fifth Amendment.195

Finally, in finding that the marks consisted of matter that was dispar-
aging to a substantial component of Native Americans, the court decided
that Section 2 required the cancellation of PFI’s marks and their removal
from the registry. In the end, however, the court emphasized that PFI was
not precluded from utilizing the marks in commerce or that sports fans
were not prohibited from collecting, wearing, or displaying Redskins
memorabilia.196 The decision was appealed in August 2015 and remained
pending on appeal at the time this article was submitted for publication.

iii. copyright cases from the federal circuit courts

In a departure from previous years, the Supreme Court did not address
any issues impacting copyright law. The federal circuits, however, were
active on the copyright front, addressing issues including the copyright el-
igibility of actor and director contributions to films, functional article de-
signs and food recipes, and the application of the first sale doctrine and
the recovery of attorney fees under fee-shifting provisions of a publishing
agreement.

A. Defining the Boundaries of Copyright Eligibility

The extent of copyrights actors may have in their contributions to audio-
visual works was examined by the Ninth Circuit in Garcia v. Google, Inc.197

In Garcia, an actress who contributed to an unreleased film that was later
modified and incorporated without her consent into an anti-Islamic video
widely distributed through a video-hosting website, sued the website and
video producers, alleging the posting violated her copyrights in the orig-
inal, unreleased film. The actress sought a temporary restraining order
and claimed ownership of a copyright interest in her contribution to
the unreleased film.198 The district court treated the application for
a temporary restraining order as a motion for a preliminary injunction
and denied the motion. The actress appealed.

The Ninth Circuit affirmed, holding that that the actress’s five-second
performance in the unreleased film could not be separately eligible for

194. Id.
195. Id. at 1542–43.
196. Id. at 1558.
197. Garcia v. Google, Inc., 766 F.3d 929 (9th Cir. 2014), rev’d en banc, 786 F.3d 733 (9th

Cir. 2015).
198. 786 F.3d at 736–37.
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copyright protection because her brief contribution was not a separate
“work of authorship”199 from the audiovisual work of which it formed a
part.200 Moreover, she had nothing to do with the fixation of the perfor-
mance in a tangible medium.201 The court further held that the actress
failed to show a likelihood of irreparable harm in the defense’s failure
to remove the anti-Muslim propaganda film from its website.202 The
court pointed out that copyright law does not function to protect privacy
interests, and the Copyright Act provides no recovery for emotional dis-
tress damages.203 The actress’s claim for irreparable harm was further
undercut by her delay in bringing suit after the film was uploaded to
YouTube.204

In another case involving a contribution to an audiovisual work,
16 Casa Duse, LLC v. Merkin,205 a movie director was sued by a film pro-
duction company for, among other things, a declaratory judgment regard-
ing copyright ownership of a film on which the director worked. The di-
rector filed a counterclaim seeking a declaration regarding his ownership
of the film copyrights.206 The film’s raw footage was produced under the
director’s supervision but in the absence of an executed, written agree-
ment for his directing services because the parties were never able to
reach a final agreement on a services agreement.207 Prior to the film com-
pany’s suit, the director registered copyrights in the raw footage and at-
tempted to disrupt the film company’s attempts to publicize an edited ver-
sion of the film.208 The lower district court granted the film company an
injunction and summary judgment against the director on all claims and
awarded damages.209 On the director’s appeal, the Second Circuit first
noted that the parties agreed the director could not be considered a co-
author because a co-author claimant must prove he intended to be a
co-author and this was impossible under the facts.210 Nor could the direc-
tor be deemed a “work made for hire” because the director was not an em-
ployee of the film company and there was no written agreement between
the parties.211 The court pointed out that, although the term “works of
authorship” is undefined in the Copyright Act, examples in § 102 of the

199. 17 U.S.C. § 102(a).
200. 786 F.3d at 741–42.
201. Id. at 743–44.
202. Id. at 746.
203. Id. at 745–46.
204. Id. at 746.
205. 16 Casa Duse, LLC v. Merkin, 791 F.3d 247, 253 (2d Cir. 2015).
206. Id. at 253.
207. Id. at 252–53.
208. Id.
209. Id. 254.
210. Id. at 255–56.
211. Id. at 256.
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Copyright Act212 include “motion pictures and other audiovisual
works.”213 It further noted “the Act lists none of the constituent parts of
any of these kinds of works as ‘works of authorship.’ This uniform absence
of explicit protection suggests that non-freestanding contributions to works
of authorship are not ordinarily themselves works of authorship.”214

Citing with approval the Ninth Circuit’s recent en banc decision in
Garcia, discussed above, the Second Circuit held that the director’s con-
tribution to the audiovisual work was ineligible for copyright protection
because such a contribution must be a free-standing work in order to cre-
ate separate copyrights distinct from the film compilation.215 The court
further held that the director’s claim to own the copyrights in the raw
film footage was defeated by the fact that the film production company,
not the director, was the “dominant author” of the raw film footage.
The film company exercised far more decision-making authority over
the production of the raw film footage in comparison to the director,
and thus the director could have no ownership interest in the copyrights
in the raw film footage.216

In a case involving decorative flooring product designs, Home Legend,
LLC v. Mannington Mills, Inc.,217 an alleged copyright infringer brought
a declaratory judgment action seeking a judgment invalidating registered
copyrights in a laminate flooring design asserted by the design’s owner.218

The design owner counterclaimed for copyright infringement, and the
district court granted the alleged infringer summary judgment against
the design owner and its asserted infringement counterclaim.219 On ap-
peal by the design owner, the Eleventh Circuit reversed and remanded,
holding that digitally retouched scans of wood plank were not slavish cop-
ies of nature, but were modified to look authentic and aged and expressed
an idea with sufficient creativity to be protectable under the copyright
laws.220 The design images also were held to be sufficiently separable
from the useful article, the wood laminate flooring product, to be eligible
for copyright protection.221

In the area of copyright protection for clothing designs, the Sixth Circuit
addressed copyright eligibility for cheerleading uniform designs. In Varsity

212. 17 U.S.C. § 102.
213. 17 U.S.C. § 102(a)(6).
214. 16 Casa Duse, 791 F.3d at 257.
215. Id. at 258.
216. Id. at 260–61.
217. Home Legend, LLC v. Mannington Mills, Inc., 784 F.3d 1404, 1408 (11th Cir.
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Brands, Inc. v. Star Athletica, LLC,222 a manufacturer of cheerleading uni-
forms brought an action against a competitor, alleging violation of regis-
tered copyrights in two-dimensional cheerleading uniform designs, among
other state law claims.223 The district court granted summary judgment
for the competitor, finding that the graphic elements depicted in the designs
of the uniforms were not separable from the utilitarian function of the uni-
forms, so that essentially the aesthetic features of the cheerleading uniform
design merged with the functional purpose of the uniform.224 The manufac-
turer appealed.225 Addressing the threshold question of whether two-
dimensional cheerleading uniform designs could be eligible for copyright
protection, the Sixth Circuit held, in a two-to-one decision, that the Copy-
right Office’s initial statutory interpretation and determination that the de-
signs were eligible for copyright protection sufficient to be granted registra-
tions, was entitled to deference under Skidmore.226 The court further held
that the Copyright Act protects pictorial, graphic, or sculptural features of
a design of a useful article (cheerleading uniforms, in this case), even if
those features cannot be removed physically from the useful article, as
long as those features are conceptually separable from the utilitarian aspects
of the article.227 In adopting a hybrid approach, the court set forth a series of
questions to be answered, in order to determine conceptual separability:

1. Is the design a pictorial, graphic, or sculptural work?

2. If the design is a pictorial, graphic, or sculptural work, then is it a
design of a useful article—“an article having an intrinsic utilitarian
function that is not merely to portray the appearance of the article
or to convey information”?

3. What are the utilitarian aspects of the useful article?

4. Can the viewer of the design identify “pictorial, graphic, or sculp-
tural features” “separately from . . . the utilitarian aspects of the
[useful] article”?

5. Can “the pictorial, graphic, or sculptural features” of the design of
the useful article “exist independently of the utilitarian aspects of
the [useful] article?”228

222. 799 F.3d 468, 474–75 (6th Cir. 2015).
223. Id. at 474–75.
224. Id. at 475.
225. Id.
226. Id. at 477–78 (citing Skidmore v. Swift & Co., 323 U.S. 134 (1944)).
227. Id. at 483.
228. Id. at 487–88 (quoting 17 U.S.C. §§ 101, 102).
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In answering question #3, the court noted that:

“Portray[ing] the appearance of the [useful] article” and “convey[ing] infor-
mation” are two utilitarian aspects that courts may not use to determine
whether pictorial, graphic, or sculptural features are separable. 17 U.S.C.
§ 101 (defining ‘useful article’). We believe that considering these two func-
tions’ “utilitarian aspects” in addition to an article’s other utilitarian func-
tions for the purpose of determining the separability of a graphic design
would be at odds with the Copyright Act’s definition of what makes an article
a useful article.229

Because questions #4 and #5 were answered in the affirmative, the court
reversed the district court and held that the graphic designs of cheerlead-
ing uniforms were copyrightable subject matter under § 101.230

B. First Sale Doctrine

In Omega S.A. v. Costco Wholesale Corp.,231 a well-known watch purveyor
sued Costco after Costco bought on the gray market several Omega Sea-
master watches engraved with a globe design in which Omega held regis-
tered copyrights.232 Costco purchased the watches from a third party who
had purchased the watches from authorized Omega distributors outside of
the United States.233 This purchase was made after Costco had failed to
become an authorized Omega distributor.234 Costco then re-sold the
watches to customers in the United States.235 Omega had authorized
the initial distributor’s sales, but did not authorize the importation and
subsequent sales in the United States. Omega sued Costco for copyright
infringement in the importation of copyrighted work without the copy-
right holder’s permission.236 The lower court granted summary judgment
to Costco, based upon the first sale doctrine under 17 U.S.C. § 109(a).237

The Ninth Circuit reversed the district court and remanded, in view of
Ninth Circuit precedent holding the first sale doctrine did not apply to
copies of copyrighted works produced abroad.238 The Supreme Court
granted certiorari and, in an equally divided opinion, affirmed.239 On re-

229. Id. at 487.
230. Id. at 492.
231. 776 F.3d 692 (9th Cir. 2015).
232. Id. at 693–94 (citing Omega S.A. v. Costco Wholesale Corp., 541 F.3d 982, 984 (9th
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237. Id.(citing Omega I, 541 F.3d at 984–85).
238. Id.(citing Omega I, 541 F.3d at 990).
239. Id.(citing Costco Wholesale Corp. v. Omega, S.A., 562 U.S. 40 (2010) (per curiam)).
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mand, the district court again granted summary judgment to Costco, but
this time on the basis that Omega misused its copyright to expand its lim-
ited monopoly improperly, and granted Costco its attorney fees.240

Omega again appealed the district court’s ruling.241

In the latter appeal, the Ninth Circuit affirmed, holding that, under
Kirtsaeng, Omega’s right to control importation and distribution of its
copyrighted Omega Globe logo expired after the authorized first sale in
a foreign country.242 Thus, Costco’s subsequent sales of the watches in
the United States could not be copyright infringement.243

C. Recovery of Attorney Fees

In a somewhat unusual twist regarding recovery of attorney fees, in Ryan
v. Editions Ltd. West, Inc.,244 a visual artist brought a contributory copy-
right infringement action against a publisher of her work.245 After losing
on summary judgment and having attorney fees awarded against it, the
publisher appealed.246 The Ninth Circuit held, in a matter of first impres-
sion, that a state law-derived right to recover attorney fees under a fee-
shifting clause in the publishing agreement between the parties would
be enforced to allow the plaintiff in her copyright action to recover
such fees. The Ninth Circuit reached this result even though the plaintiff
normally would have been otherwise barred by the federal Copyright
Act247 from recovering such fees, due to her failure to timely register
her copyrights.248 The court reasoned that the federal prohibition on
the recovery of attorney fees when a copyright registration was untimely,
did not fall within the scope of the Copyright Act’s express preemption
provision,249 or otherwise conflict with the purposes of the Copyright
Act. The court therefore held that the federal statute did not preempt
the application of state law to enforce the fee-shifting provisions in the
publishing agreement.250

240. Id.
241. Id.
242. Omega S.A. v. Costco Wholesale Corp., 776 F.3d 695 (9th Cir. 2015).
243. Id. In concurrence, Ninth Circuit Judge Wardlaw asserted that the district court

should have been affirmed instead on the basis that Omega’s conduct constituted copyright
misuse because the first sale doctrine was not at issue in the appeal. Id. at 696.
244. 786 F.3d 754, 757–58 (9th Cir. 2015).
245. Id. at 757–58.
246. Id. at 759.
247. 17 U.S.C. § 412.
248. Ryan, 786 F.3d at 760.
249. 17 U.S.C. § 301(a).
250. Ryan, 786 F.3d at 762.
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